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DECI SI ON ON APPEAL

This is a decision on an appeal under 35 U. S.C. § 134
fromthe examner’s refusal to allow clains 20 through 22 and
24 through 28, which are all of the clains pending in the

subj ect application.?

! In response to a new ground of rejection in the
exam ner’s answer, the appellants inserted a new claim(i.e.,
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Caim20 is illustrative of the clains on appeal and is
reproduced fromthe anmendnent filed March 21, 1995 (Paper 29):

20. An inproved single phase liquid spin
solution for flash-spinning plexifilanmentary film
fibril strands consisting essentially of 8 to 35
wei ght percent of a fiber-form ng polyolefin and 65
to 92 wei ght percent of a hydrocarbon/co-sol vent
spin liquid, the spin liquid consisting essentially
of less than 90 wei ght percent of a hydrocarbon spin
liquid selected fromthe group consisting of
i sobut ane, butane, cycl obutane, 2-nethyl butane,

2, 2-di net hyl propane, pentane, nethyl cycl obutane,
cycl opent ane, 2, 2-di net hyl but ane, 2, 3-

di met hyl but ane, 2-net hyl pent ane, 3-net hyl pent ane,
hexane, nethyl cycl opentane, cycl ohexane, 2-nethyl
hexane, 3-nethyl hexane, heptane and m xtures

t hereof and greater than 10 wei ght percent of a co-
solvent spin liquid having | ower solvent strength
t han sai d hydrocarbon spin Iiquid and having an

at nospheric boiling point of |ess than 100EC and
selected fromthe group consisting of inert gases,
hydr of | uor ocar bons, hydrochl orof | uor ocar bons,
perfluorinated hydrocarbons, polar solvents and

m xtures thereof.

The subject nmatter on appeal relates to a single phase
[iquid spin solution consisting essentially of a fiber-formng

pol yol efin, a particular hydrocarbon spin liquid, and a

claim?29) in the appendix to the reply brief wthout

submi tting an anmendnent pursuant to 37 CFR § 1.121(a) (1984).
(Papers 40 and 41.) The exami ner then held that claim?29 is
not a claiminvolved in this appeal because it has not been
properly introduced into the record. (Paper 42.)
Accordingly, we will not consider claim?29 in this appeal.
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particul ar co-solvent. At |east 10 weight percent of the spin
[iquid, which makes up 65 to 92 percent by weight of the total
spin solution, is the co-solvent. The co-solvent is selected
such that the co-solvent is a poorer solvent for the
pol yol efin than the hydrocarbon spin liquid. According to the
appel l ants, the provision of a greater portion of co-solvent
in the solution wll result in a higher cloud point pressure
for the solution at any given tenperature. (Appeal brief,
page 2.)

The exam ner relies upon the following prior art

references as evidence of unpatentability:

Sander et al. (Sander) 4,112,029 Sep. 5,
1978
Fenton et al. (Fenton) 4,539, 374 Sep. 3,
1985

Clainms 20 through 22 and 24 through 28 stand rejected
under 35 U.S.C. 8 103 as bei ng unpat entabl e over Fenton.
(Exam ner’s answer, pages 3-4.) Also, clainms 20 through 22
and 24 through 28 stand rejected under 35 U.S.C. § 102(b) as
anticipated by or, in the alternative, under 35 U.S.C. § 103

as obvious over Sander. (ld. at pages 6-8.)
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Upon consi deration of the entire record, we determ ne

that the applied prior art does not establish a prim facie

case of unpatentability. Accordingly, we reverse the
af orenenti oned rejections.
We need to address only claim 20, the sol e independent

claim for each rejection. In re Fine, 837 F.2d 1071, 1076,

5 USPQ2d 1596, 1600 (Fed. Gr. 1988).

Rej ection under 35 U.S.C. § 103 over Fenton

The exam ner’s position is stated as foll ows:

The Fenton patent teaches pol yolefinic
solutions... This patent further teaches the
i ncorporation of appellants’ instantly clainmed
hydr ocar bon/ co-sol vent spin liquid. Appellants’
cl ai med hydrocarbons are clearly set forth as the
nmutual solvents at colum 3 line 57 - colum 4 |ine
5. Appellants’ instantly clained polar co-solvents
are set forth at colum 4 lines 10+. This patent
clearly teaches to utilize these solvents in
conbi nation with each other since they are mxed in
an effort to precipitate the polyolefin. Exanple 1
clearly shows the | ow pol ynucl ear aromatic sol vent
containing the polyolefin is then poured into
i spropanol. The Exam ner nmintains that once the
pol yol efin and the hydrocarbon sol vent are poured
into the isopropanol, then appellants’ instantly
clai med single phase liquid solution is fornul at ed.
[ Exam ner’ s answer, pp. 3-4.]

We disagree with the exam ner’s conclusion. It is

inportant to point out that appealed claim?20 recites a
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“single phase liquid spin solution.” (Enphasis added.)

Further, it is equally significant that appeal ed claim20
recites the amount for the

co-solvent spin liquid as “greater than 10 wei ght percent.”
In this regard, the specification explains as foll ows:

Addi tionally, the co-solvent spin liquid nust be
added to the hydrocarbon spin liquid in an anount
greater than 10 wei ght percent of the total

hydr ocarbon spin liquid and the co-sol vent spin
liquid present in order that the co-solvent spin
liquid may act as a true

co-solvent and not as a nucl eating agent. [Enphasis
added; specification, p. 13, IIl. 3-7.]

Thus, in the appellants’ clainmed invention, the co-solvent
spin liquid nust act as a true co-solvent and not a
precipitating (or nucleating) agent.

By contrast, Fenton describes the use of various

conpounds including al cohols as a precipitating agent or non-

solvent for the polyolefin resin. (Colum 3, |ines 29-36;
columm 4, lines

7-22.) Even Fenton’'s Exanple 1, which is specifically relied
upon in the exam ner’s answer, teaches that the isopropanol
acts as a precipitating solvent when conbined with a solution

containing the polyolefin and a | ow pol ynucl ear aromatic
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solvent. (Colum 5, lines 8-11.) Additionally, we observe

t hat Fenton does not indicate what relative ambunts should be
used when a conpound such as butane, one of the “hydrocarbon
spin liquid” species recited in appealed claim?20, is selected
as the mutual solvent and a conpound such as isopropanol, a
pol ar solvent, is selected as the precipitating solvent.

Waile it is true that Fenton di scloses the use of a
substanti al anmount of isopropanol in Exanple 1, the

hydr ocar bon sol vent used in the exanple is not a “hydrocarbon
spin liquid” within the scope of appealed claim?20. G ven
Fenton's teachings, it is our view that one of ordinary skil
in the art would have selected relative ambunts for butane and
i sopropanol that would result in precipitation, not solution.
Unli ke Fenton, the invention recited in appeal ed claim20
requires the addition of greater than 10 wei ght percent of the
co-sol vent such that the co-solvent acts as a true

co-sol vent and not a precipitating agent.

Since Fenton teaches that the conbination of (i) the
solution containing the polyolefin and (ii) the precipitating
solvent (e.g., alcohols) results in a mxture which is not a
solution, it follows that Fenton's m xture does not neet each
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and every el enent of appealed claim?20. Further, we share the
appel l ants’ view (appeal brief, page 7) that the subject
matter of appeal ed claim 20 woul d not have been obvi ous to one
of ordinary skill in the art over Fenton because the applied
prior art |lacks the requisite notivation, suggestion or
teaching to produce a solution (as contrasted to a

preci pitated suspension) as in the appellants’ clained

i nvention.

Rej ection under 35 U . S.C. &8 102(b)/103 over Sander

The exam ner submts that the appealed clains are
antici pated by the disclosure found in Sander’s Exanple 1.
Specifically, the examner’s reasoning is as foll ows:

Exanple 1 shows a pressure vessel which
i ncorporates therein the pol yethyl ene and pent ane.
The pentane reads on appellants’ instantly clainmed
hydr ocar bon and the pol yethylene is the sane as
appel lants’ instantly clai med pol yol efin.
Appel lants’ claimidentifies the co-solvent as being
selected fromthe group consisting of “inert gases”.
The Exam ner has noted that nitrogen falls within
the scope of this claimlimtation. Therefore
Exanple 1 clearly shows polyethylene in a single
phase solution with the instantly cl ai ned
hydr ocar bon and co-sol vent, those being pentane and
nitrogen. 1In view of this disclosure, appellants’
clainms are not novel. Admttedly, it seens sonmewhat
confusing that the solution is fornul ated by an
inert gas. The Exam ner maintains however that it
is reasonable to presune that the instantly clained
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invention is either anticipated or rendered obvious
fromthis exanple since each of the conponents of
the Exanples falls within the scope of the instantly
clainmed invention. The burden is on appellants to
show ot herwi se. [ Exam ner’s answer,

pp. 6-7.]

Thus, a principal question raised here is whether the
evi dence, nanely Sander, supplies a sufficient factual basis
upon which to shift the burden of proof to the appellants to
show that a solution within the scope of appealed claim?20 is
not fornmed in Sander’s Exanple 1. W do not think that it
does.

Sander teaches that 14 parts of a |inear polyethylene
having a density of 0.96 g/cn?, a nelt index of 4.5 g/10 m n.
(190EC./2.16 kg) and a nelting point of 130EC. is dissolved in
a mxture of 51.6 parts of | owboiling naphtha and 34.4 parts
of a pentane/isopentane m xture in a pressure vessel. (Columm
6, lines 29-35.) The pressure is said to be 20 atnospheres.
(Colum 6, lines 35-36.) According to Sander, the solution is
passed t hrough a two-conponent nozzle downwardly and centrally
into a filter tube, which is suspended in a chanber filled
with nitrogen at atnospheric pressure and 40EC, to formthe

fibers. (Colum 6, lines 36-42 and 50-54.) Sander further
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teaches that the two-conponent nozzle consists of two
concentric tubes form ng an annul ar space between the two
tubes, wth nitrogen being flashed through the annul ar space
froma storage tank in which the pressure is 20 at nospheres.
(Colum 6, lines 45-49.)

Al t hough the examiner’s reasoning is not entirely
unreasonabl e, there is no factual basis or scientific
reasoning to indicate that greater 10 wei ght percent of
nitrogen would inherently or necessarily becone part of the
spin liquid in which polyethylene is dissolved. 1In this
regard, it is well settled that inherency may not be
established by probabilities or possibilities, i.e. it is
insufficient to nerely show that a certain thing nay result

froma given set of circunstances. Mehl/Biophile Int’|l Corp.

v. Mlgraum 192 F.3d 1362, 1365, 52 USPQd 1303, 1305 (Fed.
Cr. 1999). W therefore hold that Sander’s Exanple 1 does
not antici pate appealed claim20 within the nmeaning of 35
UsS C § 102.

Further, we determ ne that Sander as a whol e does not
provi de any notivation, teaching, or suggestion to nodify the

solution described in reference Exanple 1 to additionally
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contain an inert gas such as nitrogen so as to formthe here
cl ai med solution. Accordingly, we also reverse the
obvi ousness rejection on this basis.

The exam ner al so states that the organic solvents |listed
at Sander’s columm 4, lines 13-15 are polar solvents within
the scope of the appealed clains and that “this disclosure
renders obvious the instantly clained invention unpatentable.”
(Exam ner’s answer, page 7.) Specifically, this portion of
Sander’ s di scl osure teaches that chlorinated hydrocarbons such
as net hyl ene chl oride, dichloromethane, tetrachl oroethyl ene
and chl orobenzene can be part of a solvent m xture together
with pentane. As pointed out by the appellants (reply brief,
pages
3-4), however, appealed claim?20 recites that the co-sol vent
spin liquid has a | ower solvent strength than the hydrocarbon
inthe spinliquid. Here, we determne that the initia

burden of proving a prim facie case of obvi ousness has not

been net because there is no evidence in the record to
indicate that the chlorinated hydrocarbons described in Sander
woul d have a | ower solvent strength than pentane as required

by appealed claim20. 1n re Piasecki, 745 F.2d 1468, 1471-72,
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223 USPQ 785, 787-88 (Fed. Cr. 1984). |Indeed, as pointed out
by the appellants (reply brief, page 4), Sander appears to
suggest that the chlorinated hydrocarbons shoul d be added to
t he pentane to maxi m ze the anmount of polyolefin in the
sol uti on because these solvents are “very good solvents for
the polyolefin.” (Colum 4, lines 36-39.) For these reasons,
we reverse the exam ner’s obviousness rejection on this
gr ound.

Finally, the exam ner also held that the subject matter

of the appeal ed clainms would have been prinma facie obvious to

one of ordinary skill in the art because Sander teaches at
colum 4, lines 54 through 70 that “a honpbgeneous sol ution
whi ch contai ns pentane and appellants’ instantly clai ned pol ar
sol vents, specifically nethanol, isopropanol and n-hexanol”
may be used. (Exam ner’s answer, pages 7-8.) W note,
however, that the polar solvents described at colum 4, |ines
63 and 64 are “non-solvents (precipitating agents).” 1In the
invention recited in appeal ed claim?20, the polar solvents are
true co-solvents, not precipitating agents. W therefore also
reverse this ground of rejection.

The decision of the examner is reversed.
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REVERSED

BRADLEY R. GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT

CHARLES F. WARREN APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

ROMULO H. DELMENDO
Adm ni strative Patent Judge
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RHD/ dal
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ANDREW L. SCHAEFFER

E | DU PONT DE NEMOURS & CO
LEGAL DEPARTMENT

PATENT DI VI SI ON

W LM NGTON DE 19898
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